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Statement Under 37 C.F.R. 1.704(d) 
Copy of International Search Report 



Atty, Docket No. 003797.00620 



This collection of Information la required by 37 CFR 1.8. The information is required to OftlaJn Of retain & benefll by the public which ia Id ffe (and by the 
U5PTO to process) an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.14. This collection ia estimated to lake 1.8 minutes to 
complete, Including gathering, preparing, and submitting the completed application form lo the USPTO. Time w3l vary depending Upon Ble Individual 
case Any comments on (he amount of b'm* you require lo complete thl* term and/or auggeabona for reducing this burden, should be sent 10 the Chief 
Information Officer, U.S. Patent and Trademark Office, U.S, Department of Commerce. P.O. Bon 1450. Alexandria. VA 22313-1450. DO NOT SEND 
fees OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: CommlGGtorw for Patents, P.O. Box 1450, Alexandria. VA 22313- 
1450. 

If you need assistance in completing the form, call 1-8Q0-PTO-9199 and select option 2. 
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Atty. Docket No. PATENT 
003797.00620 HKWVBD 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE @®RrH&. m 

JAN % % 2004 



Examiner: TBA 
Group Art Unit: TBA 



In re Patent Application of: 

Jamie WAKEAM ET AL. 
U.S. Pat. App. No.: 10/644,900 
Filed: August 21, 2003 
For: ELECTRONIC INK PROCESSING 



INFORMATION DISCLOSURE STATEMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Pursuant to their duty of disclosure under 37 C.F.R §1 .56, Applicants bring the following 
documents to the attention of the Examiner in the above-identified patent application: 

(1) U.S. Patent No. 5,559,897 to Brown et at, issued September 24, 1996; 

(2) U.S. Patent No. 5,91 1,013 to Taniishi, issued June 8, 1999; and 

(3) U.S. Patent No. 5,394,484 to Casey et al„ issued February 28, 1995. 

A PTO-1449 form is included herewith listing these documents. Since this application 
was filed after June 30, 2003, copies of the references are not included herewith. These 
documents were cited in an International Search Report in a related case, a copy of which is 
attached, 
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U.S. Pat. App. No.: 10/644,900 
Atty. Docket No.: 0037897.00620 



The International Search Report is in English. Therefore, Applicants respectfully urge that 
further comment is unnecessary in accordance with 37 C.RR. 1.98(a)(3). However, Applicants 
respectfully point out that the International Search Report classifies these documents in category 



Applicants believe that no fees are required for the Examiner's consideration of the 
documents listed in this Information Disclosure Statement. If, however, the Commissioner 
deems thar any fees are necessary for the filing of this Information Disclosure Statement, then the 
Commissioner is authorized to charge said fees to Deposit Account No. 19-0733. 

It is respectfully requested that the documents listed above be considered by the Examiner 
in the above-identified patent application and that they be made officially of record therein. It is 
further requested that a listing of the same appear on the face of any patent that may issue from 
this application. 



A. 



Respectfully submitted, 



BANNER & WITCOFF, LTD. 




Thomas L. Evans, Reg. No. 35,805 
1001 G Street, N.W., 11 th Floor 
Washington, D.CL 20001-4597 
Telephone: (202)824-3000 



January 22, 2004 



Facsimile: (202) 824-3001 



2 
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Substitute ior rorm 1449A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 



V Sheet | ' 



Complete If Known 



m 



Application Number 



Filing Date 



First Nam ad Inventor 



Group Art Unit 



Examiner Name 



Attorney Docket Number 



10/644,900 



August 21, 2003 



Jamie Wakeam et al. 



TBA 



003797.00620 



U.S. PATENT DOCUMENTS 


6x?min»r 
Initial & - 


Cue 
No. 1 


Document Number 


Pubkc?tipn Dale 

MM DD YYYY 


Nam* of PAlonta* or Applicant of 
Glled Document 


Pofles, Cduflwa. Linos, Wm* Rel&vanl 
P«swy»* or Relevant 
Flgirf-ea Appear 


Numbw - Kind Code 3 {ffknowA) 






5.559,897 


09-24-1996 


Brown et ai 








5,911,013 


06-08-1999 


Tanllshl 








5.394.494 


02-26-1995 


Caeey et al. 

















































































































. FOREIGN PATENT DOCUMENTS 


Examiner 
InWais" 


Cite 
NO. 1 


Foreign Patent Document 


Puhlic^liqn 

Dele 
MM-OD-YYYY 


Name of Patentee or 
Applicant of Cited 

Doajmsnl 


Pages, Columns, Lines, 

Where Relevant 
Passaoas or Relevant 
Ftaures Appear 


T 8 ■ 


Counuy C*d» 5 - Nwmber - - Kind Code 8 (if Anown} 













































OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initiate " 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), trite of the article (when appropriate), title of 
the item (book, magazine, journal. Serial, symposium, catalog, etc.), date, page(a), volumo-fesue 
numbers), publisher, city and/or country where published. 





















Examiner 




Date 




Signature 




Considered 





"EXAMINER: Initial If reference consider*! wheiher or not citation is in conformance with MPEP 609. Draw iina through citation if not In cootormanca 
and not considered include Copy Of this farm with next communication to applicant 



1 Unique citation designation number (optional). a Applicant is to place a check mark here if English language Translation is attached. 

Burden Hour Statement This form Is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete ihia form should be sent to the Chiaf Information Officer. U.S. Patent and Trademark 
Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Washington, DC 20231. 
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Atty. Docket No. PXTENT 
003797.00620 ~~ ~ " 

RECEIVED 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE m, GtmM® 



In re Patent Application of: 

Jamie WAKEAM ET AL. 
U.S. Pat. App. No.: 10/644,900 
Filed: August 21, 2003 
For: ELECTRONIC INK PROCESSING 



JAN % 2 2004 



Examiner: TBA 
Group Art Unit: TBA 



STATEMENT UNDER 37 C.F.R. S1.704<«D 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223134450 

Sir: 

In accordance with 37 C.F.R. 1.704(d), Applicants hereby state that each item of 
information contained in the attached Information Disclosure Statement was cited in a 
communication from a foreign patent office in a counterpart application, and that this 
communication was not received by any individual designated in 37 C.F.R. § 1.56(c) more than 
thirty days prior to the filing of the Information Disclosure Statement. 

Respectfully submitted, 

BANNER & WITCOFF, LTD. 

January 22, 2004 By: V^^*fc*a <?f! fa&w^' 

Thomas L. Evans, Reg. No. 35,805 
1001 G Street, N.W., 1 1* Floor 
Washington, D.C. 20001-4597 
Telephone: (202) 824-3000 
Facsimile; (202) 824-3001 
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PATENT COOPERATION TREATY 

From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

WtJLXlAM F. RAUCHOU 
BANNER & WITCOFF, LTD. 
11TH FLOOR 
1001 G STREET, KW 
WASHINGTON, DC 20001-4597 



RECEIVED 

°EC 2 4 2003 
PCT BANNER * VWICQFF 



licani's or agent'? ftfe reference 
037*7.00685 



NOTIFICATION OF TRANSMITTAL OF 
THE INTERNATIONAL SEARCH REPORT 
OR THE DECLARATION 

(PCT Rule 44.1) 

SSSS 22 DfcC ZDD3 



FOR FURTHER ACTION See paragraphs 1 Aid 4 below 



IiUwratwoal application No. 
PCT/US03/26172 



Applicant 

MICROSOFT CORPORATION 



Imernatkmal filing date 

(dAy/monih/ytvf) 

2l_Augus( 2003 (21.08.2003) 



13 



is normally two months I 



i the dite of transmittal of the 



□ 

□ 



The applicant U hereby ootiGcd that rbe intcnurbru) search report Ins been established and ti transmitted hovwiih. 
FlHniJ Of ftmtodmmla and statement under Artkle 19: 

The applicant It entitled, If be so wishes, to ameni the claum of the LmcraaikinaJ application free Rule 46): 

When? The lime limit fur filing such i 
unenotkMaL scuch report 

Where? Dfrectfy to the JWwrodontl Bureau qr WffO. 34. chemjn dc* Colombeues 
1211 Geneva JO. Switzerland. PaadmUc No.: (41-2Z) 740.14.35 

For mar* detailed Instruction;), see the notes on the accompanying otxct 

The applicant is hereby notified that no iiutrrtaiional learch report will be caiaUishcd and that the declaration under 
Article 17(?)(a) to that effect is trajsmfttcd herewith. 

With regard to the prataft against payment of (an) additional fee(s) under Rule 40.2. the applicant la notified that 

the protest together wlih the decision thereon h«g been transmitted m inc International Bureau together with the 
applicant's request lo forward the icxts of both the protest and the decision thereon w the designated Offices. 
D do decltf on has been made yet on the protest, the applicant will tic notified as toon as a decision Is made. 



Reminder* 

Shortly after lfl months from ihe prior I ly date, the international application will he published by the International Bureau. If the 
applicant wishes in avoid or postpone publication, a notice of withdrawal of the Internailona] application, or of the priority claim, 
must reach the International Bureau as provided In Ruks 90 bis.l and 90 Wr.3, respectively, before the cornpletion of the technical 
preparations for international publication. 



Within 1> months from the priority date, but only in respect of ^ dciipwtw] Offices, a demand for 
examination trust he Wed if the applicant wishes to postpone the entry Into the national phase until 30 
date (In some Office* even later); otherwise tbc applicant must, within 20 months from the priority date 
acts for entry into the national phase before those designated Offices. 



preliminary 
from the priority 
the prescribed 



lit respect of other designated Offices, the time limit of 30 months (or later) will apply even If no 



is filed within 19 months. 



5« the Annex to Form PCT/IB/3Q1 and, for details about the applicable time limits, Office by Office, see the PCT Applicant's 
Guide, Volume n, National Chapters and the wjpo Internet site. 



Name and mailing address of die ISA/ US 
Mail Slop PCT. Attn: ISA/US 
Commissioner tor Patents 
P.O. Box 1430 

Alexandria, Virginia 2231}- 1430 
Facsimile No. <7O3)3P5-3230_ 



Form PCT/BA/220 (April 2002) 



Authorized officer 



Heather ffcrndon 



Telephone No. 703-305-4700 



(See nam m accompanying sheet) 
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PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL SEARCH REPORT 
(PCT Article 18 and Roles 43 and 44) 



Applicant' s or agent's file reference 
03797.00685 


FOR FURTHER 
ACTION 


MB NoiiflcJlfcm Of TrUttmioil Of IntcnnliOmL Search 
Report (Form PCT/IS A/220) ns welt u. where applicable, 
item 5 below 


International application No. 
PCT/US03/26172 


Inienutional filing due (day/m&vh/y&w) 
2\ Augwl2003(2K0tt.2WX}) 


(Earliest) Priority Date iday/nwtfft/yeor) 


Applicant 

MICROSOFT CORPORATION 



This International search report has been prepared by this International Searching Authority and is transmitted to [he applicant 
according to Article 16. A copy is being transmitted to the International Bureau. 

This iniernationwl search report Consists of a total of 7 sheets. 



TU<uc flf the Report 

a. With regard to (he language, the international search was carried out on the basis of the international application hi the 
language In which it was filed, unless otherwise indicated under this item. 

I I the international search was carried out on the basis of a translation of the international application furnished to this 
Authority {Rule 23. 1(b)). 

b. With regard to any nucleotide and/or amino add sequent* disclosed In the international application, the international 
search was carried out on the tow of the sequence listing: 

contained m the international application in written form. 

filed together with the international application in computer readable form. 

furnished subsequently to this Authority in written form. 

famished subsequently to this Authority in computer readable form. 

the statement thai the subsequently rurnuhed written sequence listing does not go beyond the disclosure hi the 
International application as filed has been tumkhrd. 

1 I the statement that the Information recorded in computer readable form i» identical to the written sequence listing has 
been furnished. 

I I Certain claims were found naflearcliahle (See Box I). 

r3 Unity of invention b lacking (See Box IT). 
With regard to the title. 

the text is approved as submitted by die applicant. 
I I the tcjtt has been established by this Amhorhy in read as follows: 

Whh regard to the abstract, 

the text is approved as submitted by the applicant. 

1^1 the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box DL The applicant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 



The figure of the drawings to be published with the abstract is Figure Ko. 5 

jXj as suggested by the applicant. 

LJ because the applicant failed to suggest a figure. 

I | because this figure better characterizes the Invention. 



□ 



None of the figures 



Form PCT/1SA/210 (first sheet) (July 1998) 
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INTERNATIONAL SEARCH REPORT 



International application No. 
PCT/US03/26172 



Box III TEXT OF THE ABSTRACT (Continuation of Uau 5 oF the first du*t) 



The technical features mentioned in die abstract do noi include a reference sign between parentheses <PCT Rule 8.1(d)). 
NEW ABSTRACT 

Systems, methods, and computer readable media for making rich, flexible, and more natural electronic mt annotations in in 
electronic docnmeni(500) include creating a first context node associated with a first portion of u base portion of an electronic 
document: creating a second context node associated with an amwtauoo to the hose; and linking the second context node with the first 
context node. 



Form PCT/ISA/210 (eonrinusttion of Am sheet(2)) duly 1908) 
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INTERNATIONAL SEARCH REPORT 



IwemattenaJ application No. 
FCT/US03/26172 



A. CLASSIFICATION OF SUBJECT MATTER 
1PQ7) : GO6K9/00 

US CL : 715715/512. 517, 530; 382/1 19 
According to International Patent Classification (IPO or to both national ctajrificgpgp and IPC 

B. FIELDS SEARCHED - " 



Minimum docunwntaikm searched (classification system fallowed by classification symbols) 
U.S. : 715715/51Z, 517. 530; 382/119 



Documentation searched other dun minimum doeumciu^tion to tbe exieu that tw*x documents are included in the fields searched 



Electronic data base consulted during the utfernational aciidi (name of daa base and, whet* practicable, search 



used) 



DOCUMENTS CONSIDERED TO BE RELEVANT 



A 
A 
A 



Clarion of document, with, indication, where appropriate, of the rejeyaj< passages 



US 5,559,597 A (BROWN «al)24 September 1996 (24 09.1996) 
US 5,91 1.013 A CTANnSHI) OB June 1999 (P8.06.1999) 
US 5.394,484 A (CASEY ct al) 2* February 1995 #802. 1995) 



□ 

Further document* arc listed in the cootlnuarirxi of Bo* C. Q 

■ SprcbJ cxiciDffia of dial doaumntt: ' t- 



Relcvant to claim No. 



1-^5 
1-65 
1^65 



Sec patent family annex. 



dgp«c* defining du iobm! up effe irt which li dm oouldtodiobc 



-fi- Biriiw ippucrton or pros ptbUUMri «r «ftcr tbc 



whkh imy [brow doubt* on priqrty ci*kn<i) Of *ftfcM U cM*d to 



-O" docuneil reteriia ft) *n ocil dUctavrc, «c. Btht&tiba^&ihcrinnu 

"P* dewaxoi publlited prkr to Ok intaiaucoiU AUng da* bai later Ito Ae 
priority due churned 



•V 



hnr document pufafljtad 25 (he ImtmuhuM oS date or prkulty 
dofea.nd dm In conflict uridi the ■ppfkatloa butelud io udBiFiiat tbe 
prfxicipj* dt tbaxy voMyitg ae lov«*i«i 

daeueM «r puOcula rdbttdCB.- On diimcd kvuMkm aoan be 
cantered «wi or enpot be eenillttfed m intfve to IrcaiWe **P 
when (he doenmem u uhu Moot 

douiflicm orpjlTifailar rrlnvuc r (Be cIlDWd kl^i^KMUmKM to 

«»i*Jen=d to Involve u UvwuJs* uep wben ibecoewrai i* 
combined wkb one * Aerc oUw mcb doc* 
bftl^B to « penon Drilled ia ibe in 

Of DttMftppU 



Date of the actual completion of the international search 
05 December 2003 (05-12.2003) 



Date of mailing of the international search 



nai search report 

22 DEC 



2003 



Name and mailing address of the ISA/US 
Mail Scop PCT. Aim: IS/VUS 
Conunlsaloicr for PmcjUe 
P.O. Box 1450 

AlcuBdrl*, Virginia 22313-1450 
Facsimile No, (703)305-3230 



Authorized officer 

Heather Herndon v^^-^JJ^V^^X" 
Telephone No. 703-303-1700 



Form PCT/lSA/210 (second sheet) (July 1998} 
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NOTESTOFORMPCT/ISA^20 

These Notes are intended to give the basic instructions concerning the filing of amendments under Article 19. The 
Notes are based on the requirements of the Patent Cooperation Treaty, the Regulations and the Administrative 
tiwructions under ihat Treaty. In case of discrepancy between these Notes and those requiremenij, the latter are 
ipplicable. For more detailed information, see also the PCT Applicant's Guide, a publication of WIPO. 

In these Notes, "Article " "Rule" and M Seclic^^ refer lo the provisions of the PCT. the PCT Regulations and the PCT 
Administrative Instructions, respectively. 



INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE 19 

Trie applicant has, after having received the international search report, one opportunity to amend the claims of the 
international application. It vUwid however be emphasized mat, since all parts of the international application (cJaims 
desenpnon and drawings) may be amended durinfi the international preliminary examination procedure, there is usually 
no need to file amendments of ihe claims under Article 19 except where, e.a> the applicant want* the latter to be published 
for the purposes of provisional protection or has another reason for amending the claims before international publication. 
Furthermore, tt should be emphasized that provisional protection is available m some States only. 

What parts ol the international application may be amended ? 

Under Article 19, only the claims may be amended. 

During the international phase, the claims may also be amended (or further amended) under Article 34 before 
the International Preliminary Examining Authority. The acscriptKm and drawings may only be amended 
under Article 34 before the International Preliminary Examining Authority. 

Upon entry into the national phase, all pans of tbe international application may be amended under Article 28 
or, where applicable. Article 41. 



When? 



Within Z months from the date of transmittal of the intern ilkmal search report or 16 months trorn the priority 
dare, whichever time limit expires later. It should be noted, however, that the amendments will be ccrtuktered 
as having been received on time if Ihey are received by the International Bureau after the expiration of the 
applicable time limit but before Che completion of the technical preparaiiorui for international publication 



Where not to file tbe amendments ? 

The amendments may only bo filed with the International Bureau and not with the receivina Office or ihn 
Iniernanonal Searching Authority (Rule 46.2). 

Where a demand for international preliminary examination has been/is filed, see below. 

Hew? Either by cancelling one or more entire claims, by adding one or more new claims or by amending mo text of 
one or more of the claims as filed. " 

^i!S^ en V$ ftei £! ,St -fe s S ilta, . fo rt Of the claims which, on account of an amendment or 
amendments, dj fieri from the sheet originally filed. 

AH the claims appearing on a replacement sheet must be numbered in Arabic numerals, Where a claim is 
cancelled, no renumbering of the other claims is required. In all cases where claims are renumbered, they must 
be renumbered consecutively (Administrative mstructions, Section 205(b)). 

The amendments must be mode la the lanftuate In which the international application b to be pobUsbed. 

What documents mast/may accompany the amendments ? 
Latter (Section 205(b)); 

The amendments must be submitted with a letter. 

I^il^JSS? .^iS P ublL * h * d y^lHe international aoplicaUon and the amended claim*, ft should not be 
cotirused with ihe -Statement under Article 19(1)" (ieeT£low f under "Statement under Article ™)») 

The lartar must be In EnfUih or Fran**, at the choice- of the applicant. However, If the lanf turn of the 
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